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Status 

1)E Responsive to communication(s) filed on 1 6 April 2007 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . This communication is in response the applicant's filing dated 4/16/07 responding 
to the election/restriction requirements of prior office action. 

Election/Restrictions 

2. Applicant's election with traverse of invention I of claims 1-27, drawn to 
investment strategy or investment portfolio management classified in class/subclass 
705/36R in the reply filed on 4/16/07 is acknowledged. The traversal is without any 
supporting arguments and therefore not found persuasive. Accordingly the requirement is 
still deemed proper and is therefore made FINAL. Claims 28-36 of non-elected invention 
II have been withdrawn from further consideration. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites a method of determining whether a transaction involving a 
financial instrument is compliance with investment objectives associated with an 
investment portfolio. The claim in turn recites step c) referring to the dynamic database to 
incorporate each related entry contained therein into the at least one rule. This renders the 
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claim vague and unclear because the claim does not specify whether "the related entries" 
are indeed incorporated into the rule. The examiner suggests step c) to read " 
incorporating each related entry contained in the dynamic database into the at least rule 

Dependent claims 2-9 also contain the aforementioned deficiency. 
Note that all independent claims recite this or similar limitation and therefore are 
rendered indefinite. 



Claim Rejections - 35 USC § 101 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-27 are rejected under 35 U.S.C. 101 because the claimed invention is directed 

to non-statutory subject matter. 

Under the statutory requirements of 35 USC § 101 the claimed invention as a whole must 
accomplish a practical application. That is, it must produce a "useful, concrete and 
tangible result." State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. The purpose of 
this requirement is to limit patent protection to inventions that possess a certain level of 
"real world" value, as opposed to subject matter that represents nothing more than an idea 
or concept, or is simply a starting point for future investigation or research (Brenner v. 
Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1 197, 
1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 
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8. Independent claims 1, 10, 19 and 24 each recite a limitation "determining whether 
the investment request complies with the at least one rule". However, there is no 
recitation of such determination to accomplish any real world (and therefore tangible) 
utility. Alternatively, the claim itself does not recite that the result of the claimed 
invention is relied upon by users (such as investors) to make investment related decisions. 
Therefore, claimed invention(s) when viewed as a whole fail to produce a tangible, 
concrete and useful result and therefore is analyzed as non-statutory under 35 U.S.C. 101. 
Note that the current guidelines focuses on the result of the claimed invention and not the 
steps or structure used to produce the result. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States, 

7. Claims 1-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Cwenar 
(US Pat. 5893079). 

Per claim 1 Cwenar discloses a method of determining whether a transaction involving a 
financial instrument is in compliance with investment objectives associated with an 
investment portfolio, (compliance capabilities, abstract); the method comprising the steps 
of: 

a) providing at least one rule pertaining to an investment objective, the at least 
one rule including a reference to a dynamic database, the dynamic database containing a 
plurality of related entries; 

(investment compliance rules are stored in a central database 4 (Fig. 1), also see 
exemplary Figure 4, central database 101) 
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b) applying the at least one rule to an investment request regarding a transaction 
involving a financial instrument; 

(see at least col. 11 L 35-48) 

c) referring to the dynamic database to incorporate each related entry contained 
therein into the at least one rule; 

(see at least col. 11 L 35-48) 

and 

d) determining whether the investment request complies with the at least one 

rule. 

(see at least col. 1 1 L 49 ~ col. 12 L 3) 

Claim 2. A method according to claim 1, wherein the step of referring to the dynamic 
database includes referring to a dynamic list stored within the dynamic database. 

(see at least col. 5 L 64 - col. 6 L5 "dynamically linked libraries") 

Claim 3. A method according to claim 1, further comprising the step of storing the at 
least one rule is a rules database. 

(see at least col. 1 1 L 44-48) 

Claim 4. A method according to claim 1, further comprising the step of receiving the 
investment request from an interested party, 
(see at least col. 1 1 L 35-39) 

Claim 5. A method according to claim 1, further comprising the step of reporting, to an 
interested party, whether the investment request complies with the at least one rule, 
(see at least col. 1 1 L 58 - col. 12 L 6) 

Claim 6. A method according to claim 1, wherein the step of applying the at least one 
rule to an investment request is executed by an interested party. 

(see at least col. 1 1 L 35-42, rules are invoked when a trade is executed by a 

user..) 



Claim 7. A method according to claim 1, wherein the step of applying the at least one 
rule to an investment request is self-executing. 

(see at least col. 1 1 L 39-42, the server executes compliance rules without the 

user) 
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Claim 8. A method according to claim 1, further comprising the step of modifying the 
dynamic database. 

(see at least Col. 1 1 L 44-48 inputting rules through external user interface) 

Claim 9. A method according to claim 2, further comprising the step of providing at least 
one dynamic entry in a dynamic list stored within the dynamic database. 

(see at least Col. 1 1 L 44-48 inputting rules through external user interface) 

Claim 10. A method of determining whether an investment portfolio is in compliance 
with investment objectives, the method comprising the steps of: a) providing at least one 
rule pertaining to an investment objective, the at least one rule including a reference to a 
dynamic database, the dynamic database containing a plurality of related entries; b) 
applying the at least one rule to the investment portfolio; c) referring to the dynamic 
database to incorporate each entry contained therein into the at least one rule; and d) 
determining whether the investment portfolio complies with the at least one rule. 

(refer to claim 1 analysis. It is asserted that Cwenar also applies to an investment 
portfolio as detailed for example at coL 1 1 L 49- 58, the structure of the compliance 
process for a trade transaction is also applicable to the individual portfolio such as a 
(portfolio of stocks or other securities in a mutual fund). 



Claims 11-12: refer to claims 2 and 3 analysis. 

Claim 13, A method according to claim 10, further comprising the step of 
receiving financial data relating to financial instruments contained in the investment 
portfolio. 

(Refer to data sources 10, 12, 14, 16 in Figure 1, see relevant discussion at col. 4 
L51- col. 5 L 21). 

Claims 14-18 : refer to claims 5-9 analysis. 

System claims 19-27 are interpreted according to their respective method claims 
and accordingly rejected under 35 U.S.C. 102(b) as being anticipated by Cwenar as 
explained. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272- 
6748. The examiner can normally be reached on iSMMMQMI^org^ 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, KRAMER JAMES A can be reached on (571)272-6783. The fax phone 
number for the organization where this application or proceeding is assigned is 517-273- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



8300. 




lagdish N. Patel 
(Primary Examiner, AU 3693) 



4/30/07 



